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IN THE 

COURT OF APPEALS, DISTRICT OF COLUMBIA 

October Term, 1924. 


No. 4171 


PETER C. KOLINSKI and HENRY J. TURCK, 

Trustees, Appellants. 

vs. 

THOMPSON VOTING MACHINE COMPANY, 

a corporation, Appellee. 


In Equity No. 41392. 


BRIEF FOR DEFENDANT—APPELLEE. 


STATEMENT OF CASE. 

This is an appeal from a decree of the Supreme Court 
of the District of Columbia, dismissing the Bill of Com¬ 
plaint alleging infringement of Bobroff patent No. 1,281,- 
901 dated October 15, 1918, application filed February 
It), 1915. 
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INTRODUCTION. 

The voting machine art so far as shown by the records 
of the United States Patent Office, is seventy-three years 
old. In 1914 Congress appointed a committee to inves¬ 
tigate the subject with reference to its use in the House 
of Representatives. The report of this committee speci¬ 
fied what was required and spurred a number of inven¬ 
tors into action, among them Bobroff, Dyer, Thompson 
and Spalding. 

F. L. Dyer had secured patent number 701,314 in the 
year 1902 and sought to improve his device by addition 
of the indicating lamps suggested by the Congressional 
committee, and shown at C and D in his later patent 
No. 1,230,880 filed February 2, 1915, and referred to in 
his specification, page 1, lines 66 et seq. 

Another inventor, named Spalding, filed an appli¬ 
cation which was abandoned after an interference with 
the application of Bobroff which latter application re¬ 
sulted in the patent in suit. 

Bobroff filed his application aforesaid and Marshall 
F. Thompson, the inventor for the appellee, filed an 
application for patent. 

Dyer had only to devise minor improvements upon 
his former patented device to meet Congressional re¬ 
quirements, and filed his application, February 2, 1915. 
Bobroff had a few circuits to work out to revamp the 
system disclosed in his then pending application, filed 
July 6, 1914, and which later issued, October 26, 1915, 
Number 1,157,839. This latter system utilized the indi- 
cating mechanism disclosed in the application of Bobroff 
filed February 9, 1914, which application issued June 
22, 1915, as patent number 1,144,290. The Bobroff appli¬ 
cation for the patent in suit was filed February 16, 1915. 

Marshall F. Thompson had the problem of devising 
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an entire system which sought to embody the desiderata 
set forth in the report of the committee of Congress and 
filed his application March 15, 1915. That he was able 
to create an original and entirely novel system and have 
his application on file six weeks after Dyer and one 
month after Bobroff, is a fair index of his ability as an 
inventor. It should also be noted that Thompson’s 
application was on file before any of the Bobroff patents 
of the record were issued and that Thompson’s patent 
issued about one year and a half before the patent in 
suit. 

Appellee has introduced into the evidence the sworn 
testimony of Marshall F. Thompson, that he has learned 
nothing from the work of Bobroff and has embodied 
absolutely none of his (Bobroff’s) ideas into the device 
of appellee. 

We therefore have in the record, patents of three con¬ 
temporaneous independent inventors, one of whom, and 
an assignee of the other have entered the field com¬ 
mercially. The first contract for which the two have 
competed has been awarded to appellee, and hence this 
suit, which is an obvious attempt to strangle the legiti¬ 
mate competition of a superior device. 

The attention of the Honorable Court is invited to 
the fact that the present is the third tribunal to con¬ 
sider any conflict between the claims of Bobroff and the 
device of Thompson. The applications of Thompson 
and Bobroff were co-pending and each of these, as well 
as Dyer, disclosed the Indicator Board lamps, which 
Bobroff now seeks to read as answering to a vital element 
running through each of the claims in suit, yet no inter¬ 
ference was declared. The lower Court has considered 
the matter after an opportunity to observe the bearing 
of the witnesses and has ruled adversely to appellant. 
With this history, the decree of the lower court should 
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be disturbed only after a very plain showing of error, 
such ay has not been pointed out in the brief of 
appellant. 

The Honorable Justice of the Supreme Court pre¬ 
ferred not to sign a decree specifically reciting the various 
defenses of appellee, expressing a preference to leave 
the entire contention for the review of this Honorable 
Court. 


THE APPELLANTS PATENT. 

The subject matter of the patent set up by appellants 
is a voting machine designed for use by an Assembly, 
such as a legislature, for the purpose of enabling the 
members of the body to record their votes upon any 
question. The heart of the device is the piece of 
mechanism shown in detail in Figures 3 and 4. The 
mechanism there shown comprises an indicating dial 3, 
carried by a shaft which is intended to be revolved by 
a step by step motion, one step at each closing of a 
circuit through the magnets 6', by means of a switch e, 
shown in Figure 8. At the first closing of the circuit, 
when the magnets 6' are energized, the armature of the 
electromagnet will be depressed, carrying with it the 
rack 6, which will revolve the pinion 7, thus turning the 
shaft carrying the dial 3, so as to bring the letters YE 
into position to show through an opening in the casing 
of Fig. 1. 

It is alleged that when this circuit is broken the pawl 
12 co-acting with the ratchet 11 fast upon the shaft, 
will prevent the return of the shaft to normal position, 
which return would, except for the pawl, be brought 
about by the coiled spring 5, and that the spring 6" will 
then lift the rack 6. (See lines 111, 112, page 1 of the 
Bobroff specification). The connection of the pinion, 
7, with the shaft, is through a clutch member 9, rigidly 
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secured to the shaft, and which connection is brought 
about by the clutch teeth 7', referred to in lines 9 et seq.. 
page 2 of the specification. 

The mechanism recited in each of the claims in suit, 
as “indicating mechanism,” is utilized in pairs, one of 
the indicating mechanisms being placed at each voter’s 
station, and a second such mechanism at the central 
station, shown in Fig. 1, the two mechanisms of each 
pair being arranged in parallel and being operated by 
the switch e, which^is-by a series of motions to the right, 
is intended to operate the step by step device, or by a 
motion to the left is intended to operate the release 
mechanism to restore the indicating mechanisms to 
neutral. 

To indicate at a glance the number of mechanisms 
bearing like indications, Bobroff shows a series of 
ammeters marked Yes, No and PR, in Fig. 8. and resist¬ 
ance elements at the central station in series with each 
ammeter, one for each form of indication and operated 
by each mechanism. The resistance elements in question 
are shown in the form of electric lamps a", b", c". To 
close the circuit through these lamps, corresponding to 
the indication, Bobroff applies a contact drum 4 of well 
known form adjacent his dial 3. The lamps in question 
are primarily resistance elements, and are not dependent 
upon for an indication of the vote in the permanent 
record made by the camera B, as proven by the fact 
that the lamps are not marked in Fig. 1 to correspond 
to a difference of vote. 

It is true that Bobroff states, in lines 36 et seq., Fig. 2, 
that the lamps are of different colors to correspond to 
the difference in vote, in order that the individual from 
his seat may more readily see that the device is in opera¬ 
tion. But it is a well known fact that a camera does 
not record colors, and therefore the record made by the 
device would not have indicated thereon the nature of 
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the vote by means of the lamps, but must depend upon 
the showing upon the dials 3. 

To make a record of the showing of the indicating 
mechanisms Bobroff discloses a camera, which is indi¬ 
cated as set into action by means of an electro-magnet 
when a circuit therethrough is closed. Bobroff also 
show’s a swutch Y for restoring all of the indicating 
mechanism* to neutral position, which switch is wired 
in parallel with the switch points e". 

NOT “PIONEER” PATENT. 

The assembly voting machine art, as shown by the 
U. S. patents, begins about the year 1850 and is, there¬ 
fore, approximately, seventy-five years old. During this 
time there has been granted upwards of fifty patents 
upon devices in this restricted class of voting machines, 
as evidence of which, more than forty of these have been 
set up in the answer. In view of the great age of the 
art and the large amount of inventive genius that has 
been put forth upon it, appellant, cannot hope to main¬ 
tain that the patent in suit is a pioneer patent. If the 
claims be alleged by apellant to be pioneer claims in a 
limited field, it will be found that the appellee’s device 
does not occupy that limited field. By a pioneer patent, 
is meant a patent that is broadly new, in that there has 

been no device for the purpose invented prior to the 
invention of the patentee in question. 

THE DEVICE OF APPELLEE. 

The alleged infringing device bears almost no re¬ 
semblance to that of the patent in suit. Any features 
of resemblance are such as contain no novelty, being 
common to practically all recently patented devices. For 
instance, all Assembly voting systems have voting sta- 
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tions, and central or main stations. All recent systems 
have totalizing and recording means of some nature. 

* i - , . ' # , { A . . f 

The adoption of annunciator lamp boards, suggested by 
Congress, to denote the progress and nature of the vot¬ 
ing, is in the day’s work of any electrician, is common tb 
Bobroff, Dyer (1,230,880) and to appellee’s device, and 
is admitted in the record, by appellant, to be old. (See 
page 40 of the record, second paragraph). 

The device of appellee comprises a main station con¬ 
taining an adding machine and a perforating machine, 
which in nature and type of operation are much like 
that of patent to Dyer 701,314 except that the recorder 
'perforates a printed card, in the appropriate column 
after each member’s name. These recording devices do 
not operate until after the vote has been closed. Noth¬ 
ing transpires at the main station during the voting 
period. 

In the Virginia installation, recently completed, the 
main station apparatus is housed under and completely 
enclosed within the Clerk’s reading desk at the 
Speaker’s rostrum. Nothing is visible from the exterior 
except two control push buttons, and a slot for insertion 
of the printed record card. There is no indicating 
mechanism nor any indicator of any character at’ot* near 

■ t . . ; t • • ; t 

the main station. 

t * • r ; i 

The voter’s stations of appellee, comprise three inde¬ 
pendent voting buttons, a correction button, and a Yale 
lock. The buttons are marked Aye, Present and Nay. 
Members are recorded according to the button pressed. 

If no button is pressed, that member is recorded as 

' i m '".f* ‘ \ / ?; v r 

“Not Voting.” After *a biitton 1 has' been pressed, it is 
held down mechanically until after the vote has been 
recorded, to prevent possible duplication. The Correc¬ 
tion button is for changing the vote, if desired, before 
the final record is made. The Yale lock releases the 

f* il f,* •• » • . j '*!'•*• . i l f f * I* i ,. • • ' t ’ , 

buttons for use. A depressed button does not operate 

/i I .* ■ ■ t * : «| > J ■ *’ !.’ > t; t ‘ "-'Iff ' i ; ? 
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any main station mechanism. It only prepares a path 
for the current, but no current passes during the voting 
period from the voter’s station to the recording and 
tabulating means. 

When the voting period is over the recording apparatus 
at the Clerk’s desk is set into operation. A movable 
carriage causes a circuit to be closed which locks the 
voter’s buttons automatically. Continued motion of this 
carriage moves perforator solenoids, each connected by 
a sliding brush to current supplying bus bars and by a 
second sliding brush connected in turn with an Aye, 
Present, Nay or Not Voting contact opposite each mem¬ 
ber’s name. As the path for current to the appropriate 
contact has been prepared by each voter’s button, or by 
the undisturbed condition of all buttons at any station, 
the proper solenoid is energized successively as each per¬ 
forator is actuated. At the end of the carriage travel, a 
circuit is closed which operates the adding machine 
printing mechanism and releases all voted sub-station 
buttons. 

An annunciator lamp is connected in parallel with 
each voting button and the lamps are grouped in the 
usual annunciator manner and placed in any part of the 
building or out of it when such is wanted. These boards 
have nothing whatever to do with the operation of the 
device in its recording and totalizing of the vote, all of 
which functions operate the same whether the lamps 
are turned on or off. 

THE EVIDENCE. 

The evidence introduced by appellant fails absolutely 
to establish a right to any relief. This evidence in¬ 
cludes: First—The patent in suit, but not a copy of 
its file wrapper to enable the Court to form any idea 
of the proceedings which led up to its grant. Second—A 
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copy of a pamphlet issued by the appellee about five 
years ago. The evidence (page 20, testimony of Charles 
F. Thompson) shows that the appellee never constructed 
a machine, such as there indicated. Third—Photographs 
of installations of machines, with nothing to connect 
them with the patent in suit except the. testimony .of 
Alb ert G. Turck, who testified, page 19, that the installa¬ 
tions were “similar” to an apparatus exhibited in Court 
by appellant, and on cross examination testified that he 
was not familiar with the mechanism of the machine, 
being only familiar with it, by having seen it in actual 
work. The testimony of Turck is therefore obviously 
without value. Fourth—The testimony of the inventor 
of the device of appellee, Marshall F. Thompson, intro¬ 
duced to prove infringement, but totally failing to do so. 

The evidence introduced by appellant is therefore 
without value as proving operativeness or commercial 
value of the patent in suit. This evidence only proves 
that the appellant has installed devices of some nature, 
which for all that is proven may not embody the 
mechanism and circuits of the patent in suit, but on 
the contrary might possibly comprise an infringement 
upon the invention of the patent to Thompson owned 
by the appellee. Indeed, the voting station depicted on 
page 97 of the record, being a photograph of the voting 
station of appellant’s device exhibited in Court, is a 
close copy of that diagrammatically indicated in the 
Thompson patent 1,219,053 Fig. 1 at M. In this figure, 
attention is called to the buttons y, p, n, and the lamps 
y', p', n'. This cut on page 97 should also be compared 
with the “small piece of mechanism exhibited in Court” 
referred to on page 27 which, though not so stated in 
the record, was duly offered and accepted in evidence, 
given an exhibit marking and has been in the custody 
of the Clerk of the Supreme Court ever since. This 
mechanism will again be exhibited in Court. In con- 
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nection with this voting station, shown on page 97, it 
is pointed out that the device of the patent in suit 
could not possibly be operated thereby. This was brought 
out by the testimony of the expert witness, John B. 
Brady, page 39 last twelve lines, and more clearly in the 
first three lines on page 40. 

It therefore appears that the witness Turck was not 
competent to establish commercial value or operative¬ 
ness for the patent in suit, but on the contrary his testi¬ 
mony that the commercial installations appear like the 
device exhibited by appellant in Court, which has a sub¬ 
station like that shown in the patent of appellee, and 
which could not operate the device of Bobroff, could 
equally indicate that commercial success was the result 
of pirating the work of appellee. 

Study of the record will show that the entire burden 
of enlightening the Court below has fallen upon and 
been carried by the appellee, defendant below. Appel¬ 
lant, as plaintiff, introduced no expert testimony, nor 
- any other kind as to his own device, except that of 
Turck, who pleaded ignorance as to any mechanical 
knowledge of the device of his own company. Appellant 
did not even present a copy of the file history to show 
the proceedings leading up to the grant of his patent. 
The whole atmosphere of the presentation of appellant’s 
case, makes it appear that he depends for success upon 
an uninformed Court. It is true, that he brought an 
exhibit into court—after appellee had done so—but he 
concealed its interior and failed to operate the device 
in Court to produce a record. In order to further the 
concealment his witness Turck feigned great difficulty 
in comprehending the plain English of the questions of 
counsel for defendant in seeking to have the Court in¬ 
formed as to its nature, and finally plead entire ignorance 
on the subject. 
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The only showing in the evidence of record as to the 
exhibit is that found in the expert testimony of Brady, 
already referred to, showing that it could not embody 
the device of the patent in suit. 

In contrast to the record of appellant, appellee by 
simplified diagrams of circuits of both the Bobroff and 
the Thompson devices, by a model of the Bobroff “indi¬ 
cating mechanism,” by expert testimony of Marshall F. 
Thompson and of John B. Brady and with his device 
thrown wide open and operated in the full sight of the 
Court and plaintiff, made a full and complete disclosure 
of the entire case, with perfect assurance that a fully 
informed Court would rule in its favor. 

DEFENSES. 

The defenses interposed by appellee, are four in 
number: 

FIRST—Inoperativeness of the device, as disclosed 
in the patent in suit. 

SECOND—Lack of invention in the disclosure of the 
patent in suit. 

THIRD—Invalidity of the claims in suit. 

FOURTH—Lack of infringement. 

The burden of proving the first three of these defenses 
was upon appellee, defendant below, but the burden of 
proving infringement was upon the appellant, plaintiff 
below. The only evidence offered by appellant for the 
purpose was the testimony of Marshall F. Thompson, 
called by plaintiff, who is thus bound by his testimony 
unless he disproves same. This witness testified that 
the device invented by himself does not infringe, when 
he stated that the “Indicator Boards do not constitute 
a main station for indicating the votes cast through a 
plurality of individual voting stations.” (See third 
paragraph from the bottom of page 15 of the record). 
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INOPERATIVENESS. 

# 

Under the first head, that of Inoperativeness, attention 
is called to the fact that the patent in suit fails to dis¬ 
close an operative device. The clutch referred to in the 
specifications, line 111, page 1 to line 11, page 2, is all 
the description of the clutch mechanism which can be 
found in the specifications. There is, therefore, no pro¬ 
vision for a release of the clutch teeth such as to permit 
the return to normal of the rack 6 after the first step, 
and therefore but one step can be given by the means 
shown and described. (See top of page 29 and bottom 
of page 31 of the record). This is a fatal defect in the 
patent which renders it inoperative on its face. It is 
not contended that the inventor did not know how to 
make his machine operative in this particular. In fact r 
the showing of patent to Bobroff 1,144,290, the applica¬ 
tion for which was filed one year before the application 
which resulted in the patent in suit, was filed, and which 
patent was granted approximately three years before 
the patent in suit, disclosed and claimed (in claim 4) a 
means which if shown in the patent in suit would have 
made the device operative. 

Where an inventor conceals an essential of his inven¬ 
tion, whether through a desire to defraud, or through 
carelessness, and does not place the public in complete 
possession of all information necessary to practice the 
invention without further experiment, the consideration 
to the public fails and therefore the patent must be held 
to be invalid. 

As stated by the court in Manhattan Book Casing 
Machine Company vs. E. C. Fuller Company, 274 Fed¬ 
eral 964, a patentee, who had received a subsequent 
patent covering improvements in the machine covered 
by the earlier patent, can not claim that such improve¬ 
ments were merely mechanical, and did not involve 
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invention, and therefore can not claim that a machine 
constructed under the later patent established that the 
•disclosure in the earlier patent possessed only such 
defects as a skilled mechanic could overcome. 

It is not seen that the fact that patent 1,144,290 was 
earlier than the patent in suit modifies the situation,' 
since Bobroff secured a claim in the earlier patent for a 
specific structure which, or its equivalent, is necessary 
to render the patent in suit operative, and is, therefore, 
not in a position to maintain that such a change requires 
mechanical skill only. 

Upon the same point we would call attention to 
Robinson on Patents, Vol. 2, Sec. 644, wherein is found 
the following language: 

l ’ * • . • \ * ; 

But to the patentee who wilfully endeavors to 
mislead the public, it (the law) lends no aid either 
in the correction of his errors or in avoiding their 
consequences, but leaves him to his merited fate in 
the rejection of his patent by the courts. 

The device of. appellant’s patent is further inoperative 
in that any change in the voltage of the source of electri¬ 
cal energy supply will so affect the voltage of the system 
that the reading of the ammeters will not correctly show 
the totals of a vote. Any variation of the temperature 
of the building will also affect the resistance of the wiring 
and consequently the ammeter readings to an appreciable 
extent. A burned out lamp would, of course, have the 
same effect. Moreover, when such a lamp is renewed it 
will be practically impossible to secure one with the 
same resistance, thus further vitiating the showing of 
the ammeter. (See middle of page 30, record). This 
defect of operation is fatal to any commercial operation 
of the device of the patent and is an indication that the 
patent is a “paper patent” only. 
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LACK OF INVENTION. 

The second point on the question of the validity of 
the patent in suit to which attention is called is the lack 
of invention displayed by the patentee in the disclosure 
of the patent in suit. 

We have shown above that Bobroff first secured a 
patent 1,144,290 for a device differing only from the 
indicating mechanism shown by the patent in suit in 
that it is operative. Bobroff also secured a patent,, 
1,157,839, upon an application filed before the patent 
in suit, and issued substantially three years therebefore 
for a system involving the structure shown in 1,144,290, 
and also forming the heart of the patent in suit. This 
last-named patent contains claim 4, also to the piece 
of mechanism shown in common in the three patents 
to this patentee. 

The system shown in 1,157,839 embodies the use of 
a plurality of indicating mechanisms at a central station, 
marked “directory/’ in Fig. 9; a plurality of sub-stations 
at which switches to operate the mechanisms at the 
central station are located; and one of the indicating 
mechanisms at each sub-station so that the operator 
can see what the condition of the mechanism at the 
central station is. 

The sub-station apparatus to the left in Fig. 9, the 
location of which is indicated in lines 53 et seq., page 2, 
and lines 91 to 94 of the same page of the patent, is 

connected in parallel to the operating circuits. 

This is essentially the arrangement of the patent in 
suit, and if to the system shown in 1,157,839 certain 
obvious mechanical expedients be applied and its name 
be changed, the device of the patent in suit will result. 

By connection in parallel is meant that there is a 
parallel path for the current to flow from any point in 
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a circuit through two or more devices and back to the 
battery. It is of importance for a correct determination 
of the questions which arise in this case that the arrange¬ 
ment of the circuits in parallel, sometimes otherwise 
referred to as in “shunt,” or in “multiple,” shall be cor¬ 
rectly understood, and that it be very clearly kept in 
mind, that it is never an invention to merely duplicate 
an apparatus by connecting a plurality of like pieces 
of apparatus in parallel in a circuit. Nor does it require 
invention to teach an electrician how to connect any 
of the common and well known signaling devices, such 
as a bell or a lamp, in parallel with any other apparatus 
in any circuit, when desired. Such an expedient is in 
the everyday work of every electrical engineer. 

In Fig. 9 of patent 1,157,839 there will be seen to be 
a path from switch B to a point where the wires separate, 
from which point a wire goes to each D at the directory 
board and at the sub-station apparatus to the left. The 
current then flows through the signaling mechanism to 
E in each instance, then back to the point where the 
single wire joins these two wires and returns to the 
battery, the circuit being completed by a wire leading 
to the other side of the switch B. This arrangement is 
a parallel arrangement, and exactly the same arrange¬ 
ment as that of the mechanism shown in Figs. 3 and 4 
of the patent in suit, and indicated in Fig. 8 thereof, in 
which Fig. 8 D and E indicate a pair of mechanisms 
such as shown in Figs. 3 and 4 of this patent arranged 
in parallel. 

The elements which are shown in 1,281,901, and 
which are not shown in 1,157,839, and upon which the 
broad claims in suit are founded, are a switch Y at the 
central station arranged in parallel with the switch e", 
which latter switch corresponds to B of Bobroff 1,157,839, 
and is for the same purpose, namely, to restore the paired 
mechanisms to normal. 
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The second element in the patent in suit not shown 
in patent 1,157,839 is the switch 18 for breaking the 
battery side of the circuit, which latter side of the circuit 
is common to all of the mechanisms. The third element 
not shown in the earlier patent is means for indicating 
the number of votes cast, for which purpose applicant 
utilizes ammeters, and the fourth element not shown 
in 1,157,839 is means for operating a camera. 

Bearing in mind what was said above about the 
arrangement of additional apparatus in parallel with 
that already present, the addition of the switch Y for 
restoring the mechanism of 1,157,839 to normal is merely 
in the day’s work of the engineer. If it be contended 
that a switch with a revolving arm for operating a series 
of circuits of this nature requires invention, attention 
is called to patent to Dyer 701,314, which shows revolv¬ 
ing arms for successively closing a series of circuits to 
restore sub-station apparatus to normal, the sub-station 
apparatus being shown in Figs. 1 to 4 of this patent, 
and the means for such restoration being the magnets 
11 therein. It would hardly be contended that the plac¬ 
ing of a switch in any circuit to break the same such as 
at 18, is invention. The use of an electromagnetically 
operated camera to make a record of fact is disclosed 
in patent to Brauer 864,154, and in view of this dis¬ 
closure it can hardly be contended that applicant made 
any invention when he adopted the exceedingly crude 
expedient of photographing his indicating board. The 
addition of amfneters to any circuit to measure the 
current therein is not invention. 
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VALIDITY OF CLAIMS IN SUIT. 

The claims here alleged to be infringed are claims 2, 
4, 11 and 12, which will be treated in order. Claim 2 
recites first, “A main station including a plurality of 
indicating mechanisms operable for procuring certain 
differing indications.” The patent to Stout 8,473, dated 
October 28, 1851, shows a plurality of indicating mechan¬ 
isms, each comprising a pair of levers c c', the operation 
of one or the other of which gives a differing indication 
of the members’ votes: second, “a plurality of sub-sta¬ 
tions, each including means for operating a respective 
indicating mechanism.” This element is not shown in 
the drawing of the Stout patent, but is described in 
lines 23 to 31, inclusive, page 2 of the specification: 
third, “means for automatically indicating the number 
of indicating mechanisms having corresponding indica¬ 
tions,” shown in the Stout patent as the spring scales n o 
into which the balls e fall from the chutes E F. One 
of the balls is released by pulling of the valve g simul¬ 
taneously with the actuation of any of the levers c. 

It is to be observed that claims 2, 4 and 11 in suit 
are not limited to electrical means, and are therefore 
capable of being read on a mechanical device. 

In connection with claim 2, attention is also called 
to patent to Huffman, 12,886, wherein the first element 
is anticipated by levers i and e : wherein the second ele- 
ment is anticipated by the member’s desk with the 
knobs n v and wherein the third element is anticipated 
by the tubes w x graduated in conformity to the diameter 
of the balls which are allowed to roll thereinto from 
the chutes t u when released by the pull upon the 
knob n v. 

Further, in connection w T ith this claim 2, it will be 
found that the claim is anticipated by patent to Edison; 
90,646, if the terms of the claim be attempted to be read 
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broadly enough to read upon appellee's device, as will 
appear during further discussion of the question of 
infringement. The same can be said in connection with 
this claim and patent to Dyer 701,314. 

Claim 4 recites as its first element “a main station 
including a plurality of indicating mechanisms, each 
adapted for a neutral indication and operable for pro¬ 
curing certain differing indications." This element is 
shown by patent to Connolly, 12,671, granted April 10 T 
1855, each such mechanism in the Connolly patent com¬ 
prising a plate b shown in plan in Fig. 3, adapted to be 
moved into the yea or nay column of the board D, and 
the lever i moving the plate b when pulled in one direc¬ 
tion, or the other by the cords / actuated by the bell 
crank shown in Fig. 4. The neutral indication is given 
when the name of the member is either concealed or 
appears in the central column, as shown in the drawing. 
The second element of claim 4, “reset means for procur¬ 
ing neutral indications,” is met by the capability of the 
return to the central position of the levers i, each with 
its plate b. The plurality of sub-stations comprising 
the third element of the claim are the desks A of the 
members, and each sub-station includes the knob c 
attached to the lever d, pivoted at e, Fig. 2, for operating 
the bell crank to pull upon one or other of the cords /. 
The sub-station means for actuating the reset means 
is the opposite side of the bell crank, which may pull 
the cord / not pulled in the first instance, so as to reset 
the indicating mechanism to bring the main plate b to 
its central position, whereby a member may change his 
vote. The fourth element of the claim, “a main station 
means for simultaneously actuating all of the reset 
means," is described in lines 51 to 57, inclusive, page 2, 
of the specification of the patent, and, lastly, the main 
station means for rendering all of the sub-station means 
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inoperative is a rod which may be passed through reg¬ 
istering openings l, as described in lines 5 to 10, inclu¬ 
sive, page 2, of the specification of this patent. 

It will, therefore, be seen that each of the elements 
of claims 2 and 4 are found in the prior art performing 
the functions there recited, and therefore these claims 
do not recite a novel combination of elements, and there¬ 
fore should be found to be invalid. Claim 4 will further 
be found to read upon the patent to Dyer, 701,314, if 
interpreted in such a manner as to include the device of 
appellee, as will appear when discussing the question of 
infringement. 

The validity of claims 11 and 12 will be considered 
when dealing with the question of infringement. 

INFRINGEMENT. 

The question of infringement depends very largely 
upon the interpretation of the terms of claims in ques ¬ 
tion. A pioneer patent is entitled to a great range of 
mechanical equivalents in the interpretation of its claims 
while an improvement patent which makes merely a 
small step forward in a well developed art is greatly 
restricted in the range of equivalents given the terms 
of its claims. By mechanical equivalent is meant other 
devices of a like nature performing a like function which 
can be substituted for the devices shown by the patent 
without exercise of the inventive faculty. This doctrine 
is well set forth in Greene et al. vs. Buckeley et al., 135 
F. 520, where the court stated that the claims of a patent 
covering a mere improvement upon prior machines, 
which were capable of accomplishing the same general 
result, must receive a narrow interpretation, and a pat¬ 
entee can not treat another as an infringer who has 
improved the original machine by the use of a different 
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form or combination performing the same function. The 
last clause is particularly pertinent when the relation of 
appellee’s device to that of patent to Dyer, 701,314, is 
remembered. 

The same doctrine is set down in Central Foundry 
Company vs. Coughlin, 141 F. 91, 94, with the additional 
statement that a combination patentee may claim the 
benefit of equivalents but he can not hold as an infringer 
one who uses devices altogether different. 

The term “equivalent” is well defined in the case of 
Dey Time Register Company vs. Syracuse Time Recorder 
Company, 152 F. 440, 450, as follows: 

A substituted part in a patented combination, in 
order to constitute an equivalent which will not 
avoid infringement, must not vary in any manner 
the idea of means, and, while it may perform some 
new or additional function, and still be an equiva¬ 
lent, it must perform all the functions of the element 
for which it is substituted in substantially the same 
way, and by a mere change of parts and form involv¬ 
ing no inventive skill, but suggested by the patented 
invention itself to every person skilled in the par¬ 
ticular art. If it not only performs the functions 
of the element for which it is substituted, but intro¬ 
duces into the combination a new idea or a much 
more extended development of the idea of means, 
it is not an equivalent, but a patentable improve¬ 
ment. 

Other cases supporting the contention of appellee that 
in view of the well developed state of the voting machine 
art the claims in suit must be given a narrow interpre¬ 
tation, are: 

Adams Company et al. vs. Schreiber, 111 F. 182. 

National Hollow Brake Beam Company vs. Inter¬ 
changeable Brake Beam Company, 106 F. 693. 

Dowagiac Mfg. Company vs. Brannan, 127 F. 143. 

Rich vs. Baldwin, 133 F. 920. 
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American Can Company vs. Hickmott, 137 F. 86. 

American Can Company vs. McGinnis et al., 156 
F. 784, 785. 

Wayne Mfg. Company vs. Benbow-Brammer 
Manufacturing Company, 168 F. 271, 276. 

This doctrine of law has become a fixed law of patents. 

It needs only to inspect the patent in suit and the 
device invented by Thompson to have the wide differ¬ 
ence in their character impressed upon the observer. 
Such a mere inspection will show that if Bobroff was an 
inventor we have before the court the inventions of two 
independent inventors, and moreover a close inspection 
of the device of appellee will show that Thompson's 
sworn statement that he borrowed absolutely no ideas 
from Bobroff, is true. 

To compare the device of appellee with the claims: 
Each of the claims in suit recite as its first element : 
“a main station including a plurality of indicating 
mechanisms .” This element is wholly lacking in the 
Thompson device. Absolutely nothing moves at the 
main station of appellee, when the sub-station button 
is operated. By admission of counsel in open court, the 
appellant does not contend that the appellee's recording 
means answers to the element “indicating mechanism.” 
(See page 39, fourth and fifth lines from top.) 

Each of the claims in suit also recites means at each 
sub-station for actuating individual indicating mechan¬ 
ism. Appellee has no such main station indicating 
mechanism actuated by sub-stations. (See Page 37, first 
paragraph; Page 20, Sec. 35, fourth paragraph; Page 17, 
Sec. 31, second paragraph.) Hence, this recitation 
utterly fails. 

The lamps upon the lamp-board of Thompson cannot 
be read for such “mechanism,” since, in the first place, 
an electric lamp is not a mechanism, either as that term 
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is defined in the dictionary or interpreted in the Bobroff 
specifications, and there is no mechanism whatever at 
the lampboards of appellee. 

As recited in each of the claims in suit, the main sta¬ 
tion includes or comprises the indicating mechanism. 
Appellee’s lamps are not included in his main station, 
and their use or disuse does not modify the action of 
the main station apparatus in any manner, as was shown 
by demonstration in court. If appellee’s lamp-boards 
are “included in” either his main station or his sub¬ 
station, the latter is nearer the truth, as each lamp is 
lighted directly from its sub-station. 

It is a well established principle of patent law that the 
meaning of terms in the claims of a patent must be found 
by reading of the specifications of the patent. 

“A patent like other written instruments is to be inter¬ 
preted by its own terms.” Lorraine vs. Townsend, 290 
F. 54, 59. 

Light is also thrown on the meaning of terms by the 
reading of the more specific claims of the same patent. 
A superficial study of the Bobroff specification will im¬ 
mediately show that the indicating mechanism recited 
in the claims refers to what is shown in Figs. 3 and 4. 
This is further illustrated by the recitation in claim 3 
of a main station, including a plurality of indicating 
mechanisms operable by step by step movements for 
procuring certain different indications. Therefore, Bob¬ 
roff did not refer to his resistance lamps c", b", a" when 
reciting “indicating mechanism” forming part of the 
main station. 

Thompson’s lamps are the equivalent of Bobroff’s 
lamps, considering the indicating functions of the latter. 
Appellant cannot successfully choose from appellee’s 
device, an element which has a plain and undoubted 
equivalent in his own, and for which he did not and 
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could not secure a claim, and read it for another element 
of his device from which it differs in function and law 
of action. 

. { »: * 

It is clearly apparent that appellant could not substi¬ 
tute his lights for his indicating mechanism and produce 
a photographic record, as colors cannot be successfully 
photographed. If this were possible, Bobroff could, and 
no doubt would, omit the mechanical device and use the 
lamps alone for making his record. 

The lamp-boards of Thompson are located on the walls 
of the assembly chamber, where they can be plainly seen 
by all members. In the Virginia installation these 
boards are each 11 feet long by 4 feet wide and placed 
on opposite sides of the chamber. If installed in the 
U. S. Capitol, it is proposed to locate boards of this char¬ 
acter, not only in the assembly hall, but in the cloak 
rooms, press gallery and office building of the House of 
Representatives. (See record middle of Page 17.) 

It seems clear that the lamp-boards are not the me¬ 
chanical equivalent of the indicating mechanisms com¬ 
prised in the main station of the claims. This is the 
more apparent when the decisions upon the question are 
examined. In Dowagiac Mfg. Co. vs. Brennam & Co. 
et al., 127 F. 143, it was stated: 

• 

The range of equivalents covered by a patent for 
a combination of mechanical elements corresponds 
with the character of the invention, and includes all 
forms embodying the substance thereof, and by like 
mechanical co-operation effecting substantially the 
same result. 

Appellee's lamp-boards do not, by like mechanical 
co-operation, effect the same result as Bobroff's step by 
step device of Figs. 3 and 4 of his patent. 

The absence of an essential element of each of the 
claims brings the case clearly under the doctrine laid 
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down in Central Foundry Co. vs. Coughlin, 141 F. 91, 94. 
above cited, wherein the court said: 

“The patent in question is for the combination 
described in the specifications and stated in the 
claim. A combination is an entirety. If one of its 
elements is omitted, it ceases to exist. It is well 
settled, therefore, that the omission of any one 
ingredient of the combination covered by the claim 
of the patent averts any charge of infringement 
based on such claim.” 

Citing Prouty vs. Draper, 16 Pet. 336, 10 L. Ed. 
985. 

Black Diamond Co. vs. Excelsior Coal Co., 156 
U. S. 611. 

Claim 2 recites means for automatically indicating the 
number of indicating mechanisms having corresponding 
indications, which recitation has no counterpart in the 
device of appellee, the adding machine not being 
automatic. 

Claim 4 recites reset means for procuring neutral indi¬ 
cations of the respective indicating mechanisms. Since 
no indicating mechanism has been set by the actuation 
of a voter’s device in the Thompson structure, it is 
obviously impossible to reset the same to procure a 
neutral indication. 

Claim 4 to its definition of the indicating mechanism 
adds that it is adapted for neutral indication, thus bring¬ 
ing into the claim the zero mark shown in Fig. 5 of his 
drawings, which further element has no counterpart in 
the device of Thompson. 

Claim 11 recites, “common means for rendering said 
control means inoperative and means governed by said 
common means for procuring a permanent record of said 
indicating mechanisms. Claim 12 recites the same mat- 
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ter in more specific language. These elements and this 
co-action is totally lacking in the device of appellee. 
The reading of these elements in brief for appellant, 
pages 9 and 10, is in plain violation of the testimony 
of Marshall F. Thompson, testifying for the appellant, 
and found in the first full paragraph, on page 16, of the 
record; also first paragraph, page 17. 

Claims 11 and 12 also recite means for procuring a 
permanent record of the indicating mechanisms, which, 
in the patent, is his camera. Of course, since Thompson 
has no indicating mechanism at his main station, he 
cannot make a record of the same. He does not make 
any record of the appearance of the lamps on his lamp- 
boards, and, in fact, the record of the vote always shows 
the totals of all classes of votes and the individual record 
of all persons voting or not voting. This is not indicated 
on the lamp-boards. The lamps may be burned out, 
and thus may not show even though a member may cast 
his vote and have it recorded. Furthermore, an absent 
member having no lamp illuminated to indicate his 
absence, would likewise be recorded as “not-voting.” 
Thompson can operate his device and secure a complete 
record with all lamps entirely cut off. This is a feature 
of great value when a secret ballot is desired. See Page 
26, Sec. 45, first paragraph. Therefore, claims 11 and 12 
fail completely to read upon the Thompson device. * 

Since each of the claims in this suit recite an essential 
element in its combination, which is not found in the 
device of appellee nor any equivalent thereof, the con¬ 
clusion of non-infringement appears unescapable. 

If the recording device of appellee be contended to 
answer to the recording means of claims 11 and 12, these 
claims become invalid in view of Dyer, 701,314. 

The device of the appellee has been shown to resemble 
the device of the expired patent to Dyer, 701,314 much 
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more closely than it does that of the patent in suit. The 
doctrine of the Elliott Mach. Co. vs. P. B. Appeldoorn’s 
Sons & Co., 267 F. 983, is, therefore, in point when it 
says: 

“A patentee is not entitled to a construction of 
his claims such that it will bring within their scope 
a construction which is more akin to the prior art 
(in view of which the patented claims were limited 
by amendments) than it is to the device of the 
patentee.” 

ANALYSIS OF CLAIMS. 

Claim 2. 

A voting machine comprising— 

(1) A main station including a plurality of indi¬ 
cating mechanisms. 

A. Appellee uses no indicating mechanism at his 
main station. (Page 17, Sec. 31, and Page 20, 
Sec. 35.) 

B. Appellee’s Indicator Boards are not his main 
station. (Page 17' Sec. 31.) 

C. Appellee’s Indicator Boards contain no mechan¬ 
ism. (Page 17, Sec. 31.) 

(2) operable for procuring certain differing 
indications. 

A. Apellee uses no indicating mechanism at his 
main station, therefore none is operable for pro¬ 
curing certain differing indications. 

(3) a plurality of sub-stations each including 
means for operating a respective indicating 
mechanism. 

A. There being no indicating mechanism at appel¬ 
lee’s main station none can be operated by 
respective sub-stations. 

B. Appellee’s Indicator Boards are not his main 
station. 

C. Appellee’s Indicator Boards may be entirely cut 
off if desired, without affecting the final record, 
made at his main station. 
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(4) and means for automatically indicating the 
number of indicating mechanisms having 
corresponding indications. 

A. There being no indicating mechanisms in appel¬ 
lee’s apparatus, there can be no means for 
automatically indicating the number, of indi¬ 
cating mechanisms having corresponding indi¬ 
cations. 

B. Appellee’s totaling mechanism does not operate 
automatically with casting the vote. It is an 
independent operation performed under control 
of the Clerk of the Assembly. 

C. Appellee’s totaling mechanism does.not “ipdi-} 
cate” or anticipate the totals prior to completion 
of the permanent record. 

D. There is absolutely no element In theThbiOpson 
device that shows the total of ther votes auto¬ 
matically, as the vote is taken. (Page 37, 
Sec. 62.) 

i i ' r > * * 

>. » * ' ‘ ( ' .. i 

Claim 4. 


A voting machine comprising— 

t i ' < f;; ; ■ . f 

(1) A main station including a plurality of indi¬ 
cating mechanisms, (a) each adapted for 
neutral indication, (b) and operable for pro¬ 
curing certain differing indications, (c) reset 
means for procuring neutral indications of 
the respective indicating mechanisms. 

A. This combination of elements clearly recites a 
main station* including a plurality* of indicating 
mechanisms, each operable for procuring Certain 
differing indications and resettable to a neutral 
indication. 

* * < r i ( r 

B. That part of the main station indicating 
mechanism referred to as the'“Reset Means” is 

.7 a positive element, and an integral part of the 
indicating mechanism that Can be . ^actuated” 
’ for the purpose .qf resetting, by^a/main station 
switch of a sub-fetation switch; as reC?ted here- 
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more closely than it does that of the patent in suit. The 
doctrine of the Elliott Mach. Co. vs. P. B. Appeldoorn’s 
Sons & Co., 267 F. 983, is, therefore, in point when it 
says: 

“A patentee is not entitled to a construction of 
his claims such that it will bring within their scope 
a construction which is more akin to the prior art 
(in view of which the patented claims were limited 
by amendments) than it is to the device of the 
patentee.” 

ANALYSIS OF CLAIMS. 

Claim 2. 

A voting machine comprising— 

(1) A main station including a plurality of indi¬ 
cating mechanisms. 

A. Appellee uses no indicating mechanism at his 
main station. (Page 17, Sec. 31, and Page 20, 
Sec. 35.) 

B. Appellee’s Indicator Boards are not his main 
station. (Page 17' Sec. 31.) 

C. Appellee’s Indicator Boards contain no mechan¬ 
ism. (Page 17, Sec. 31.) 

(2) operable for procuring certain differing 
indications. 

A. Apellee uses no indicating mechanism at his 
main station, therefore none is operable for pro¬ 
curing certain differing indications. 

(3) a plurality of sub-stations each including 
means for operating a respective indicating 
mechanism. 

A. There being no indicating mechanism at appel¬ 
lee’s main station none can be operated by 
respective sub-stations. 

B. Appellee’s Indicator Boards are not his main 
station. 

C. Appellee’s Indicator Boards may be entirely cut 
off if desired, without affecting the final record, 
made at his main station. 





(4) and means for automatically indicating the 
number of indicating mechanisms having 
corresponding indications. 

A. There being no indicating mechanisms in appel¬ 
lee's apparatus, there can be no means for 
automatically indicating the number of indi¬ 
cating mechanisms having corresponding indi¬ 
cations. 
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B. Appellee's totaling mechanism does not operate 
automatically with casting the vote. It is an 
independent operation performed under control 
of the Clerk of the Assembly. 

C. Appellee's totaling mechanism does.not “iijrtbj 

cate" or anticipate the totals prior to completion 
of the permanent record. . 

D. There is absolutely no element In' tft&Thbihpson 
device that shows the total of ther votes' auto¬ 
matically, as the vote is taken. (Page 37, 
Sec. 62.) 
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Claim 4. 


A voting machine comprising— 
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(1) A main station including a plurality of indi¬ 
cating mechanisms, (a) each adapted for 
neutral indication, (b) and operable for pro¬ 
curing certain differing indications, (c) reset 
means for procuring neutral indications of 
the respective indicating mechanisms. 
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A. This combination of elements clearly recites a 
main station* including a plurality'of indicating 
mechanisms, each operable for procuring Certain 
differing indications and resettable to a neutral 
indication. 

* * < f • ( r 

B. That part of the main station indicating 
mechanism referred to as the '“Reset Means" is 

. / a positive element, and an integral part of the 

indicating mechanism that Can he f ^actuated’” 
1 for the p.urpose pf resetting, by ,: a r 'main station 
switch of a sub-fetation switch; as ^ecfted here- 
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after in this claim. The “reset means” and the 
“means for actuating the reset means” are two 

\ distinct objects recited in different portions of 
this claim, and should not be confused. 

. C. Appellee’s structure makes use of no element 
at his main station, and no element at his Indi¬ 
cator Boards, that performs any reset function 
whatever, or that can be actuated or moved by 
a main station switch, or a sub-station switch 
for the purpose of resetting the lamps. (Page 
17, Sec. 31, second paragraph.) Appellee’s struc¬ 
ture thus clearly falls outside of the recitation 
of Claim 4. Appellant has failed to show that 
appellee makes use of such “Reset Means.” 

(2) a plurality of sub-stations each including 
means for operating a respective indicating 
mechanism. 

A. Appellee’s main station contains no indicating 
mechanism operated by respective sub-station 
means. 

B. Appellee’s Indicator Boards are not his main 
station, neither do they contain any mechanism, 
therefore appellee’s sub-stations include no 
means for operating a respective indicating 
mechanism. 

C. “Operating,” in the claim, read in the light of 
the Bobroff specifications, meaning to manipu¬ 
late, to cause to move, or in the physical em¬ 
bodiment disclosed, to actuate once or a succes¬ 
sion of times as required, to secure the desired 
indication. Appellee’s voting buttons do not 
“operate” his lamps in any such sense. 

(3) a sub-station means for actuating the respec¬ 
tive reset means. 

A. This recitation refers to the sub-station switch 
that “actuates” the main station “reset 
means.” 

B. Appellee’s main station contains no reset 
means actuated by respective sub-station 
means. (Page 17, Sec. 31, second paragraph.) 

C. Operation of the “Error Button” at appellee’s 
sub-station does not actuate any main station 
mechanism. (Page 17, Sec. 31.) 
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(4) a main station means for simultaneously 
actuating all of the reset means. 

A. Appellee has no indicating mechanism at his 
main station and therefore no reset means, con¬ 
sequently no main station means for simul¬ 
taneously actuating all of the reset means. 

B. “Reset means” is recited as “included” in the 
main station, obviously, as is the “indicating 
mechanism” itself, of which it forms a part. 
Appellee’s structure contains no element at his 
main station that performs any reset function 
or can be actuated by main station means. 

(5) and main station means for rendering all of 
the sub-station means inoperative. 

“The sub-station means” is a “means for oper¬ 
ating respective indicating mechanisms,” which 
Appellee does not have, hence he has no means 
for rendering such sub-station means inopera¬ 
tive. 

Claim 11. 

A voting machine comprising— 

(1) A main station including a plurality of indi¬ 
cating mechanisms. 

A. Appellee uses no indicating mechanism at his 
main station. 

B. Appellee’s Indicator Boards are independent of 
the main station. 

C. Appellee’s Indicator Boards contain no 
mechanism. 

(2) individual control means for the indicator 
mechanisms. 

A. Appellee uses no main station indicating 
mechanisms therefore no individual control 
means for the indicator mechanisms. 

B. Appellee’s Indicator Boards are independent of 
the main station and contain no indicating 
mechanism. 

C. Appellee’s individual voting stations do not 
operate or control any main station or other 
indicating mechanism. 
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(3) common means for rendering said control 
:i means inoperative. - 

A. Appellee uses no main station indicating: 
mechanism, and therefore no individual control 
means for such indicating mechanism, and con¬ 
sequently no common means for rendering said 
control means inoperative. 

- B. Appellee’s individual voting stations do not 
control any indicating mechanism and there¬ 
fore the Clerk’s button, at recorder cabinet, is 
not common means for such control. The 
Clerk’s button does not render the control 
means inoperative. 


i 4 >! * 


(4) and means governed, by said common means, 
for procuring a permanent record of said 
indicating mechanisms. 

A. Appellee uses no indicating mechanism at his 
main station, no individual control means for 
indicator mechanisms and no common means 
for rendering said control means inoperative, 
and consequently- tw means governed by said 
common means for procuring a permanent 
record of said indicating mechanisms. 

B. Appellee uses no common means for locking out 
voting stations and procuring a permanent rec¬ 
ord. (Page 17, Sec. 30; Page 39, Sec. 65.) 


C. Appellee’s permanent record is a record of the 
position of the switches at his sub-station and 
not of any main station indicating mechanism, 
and the record is procured, regardless of 
whether or not the Indicator Boards are turned 
off or on. 

> 

- r, •» / ' \ < r ’ t 

D. Appellee’s recorder does not make, and is 
incapable of making, a record of indicating 
mechanisms, or of appellee’s lamps, and will 
operate exactly the same' whether the lamps 
are turned off or on. 

E. The only means for making a record “of” indi- 
» , . \ eating mechanisms known to the appellee, is 

photographic means. 
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T. Appellee’s permanent record is procured by 
Clerk’s button only, and not by “means gov¬ 
erned by said common means” (for rendering 
said control means inoperative). 

Claim 12. 

A voting machine comprising— 

(1) A main station including a plurality of indi¬ 
cating mechanisms. 

A. Appellee uses no indicating mechanism at his 
main station. 

B. Appellee’s Indicator Boards are independent of 
his main station. 

C. Appellee’s Indicator Boards contain no 
mechanism. 

(2) individual control means for the indicating 

mechanisms. 

A. Appellee uses no indicating mechanisms, there¬ 
fore no individual control means for indicating 
mechanisms. 

B. Appellee’s voting stations do not control any 
main station indicating mechanisms. 

C. There are no indicating lights at appellee’s main 
station. 

(3) a common electric circuit controlling the indi¬ 
vidual control means. 

A. Appellee has no individual control means for 
indicating mechanisms, therefore, no circuit 
common to such control. 

B. Appellee’s button on recorder cabinet, is not a 
common control for individual control of indi¬ 
cating mechanisms. 

C. Appellee uses no main station indicating 
mechanism, and therefore no individual control 
means for such indicating mechanism' and con¬ 
sequently no common electric circuit controlling 
the individual control means. 
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(4) means for procuring a permanent record of 

the indicating mechanisms. 

A. Appellee uses no main station indicating: 
mechanisms and therefore no means for pro¬ 
curing a permanent record of the indicating 
mechanisms. 

B. Appellee’s permanent record is a record of the 
position of the switches at the sub-stations, 
without regard to main station mechanism or 
Indicator Board lights, which latter may or may 
not be illuminated, without affecting the perma¬ 
nent record. 

C. Appellee knows of no means for procuring a 
permanent record “of” indicating mechanisms, 
except by photographic means. 

(5) an electric circuit controlling said permanent 

record of the indicating mechanisms. 

A. Appellee uses no main station indicating 
mechanisms and therefore no electric circuit 
controlling said permanent record of the indi¬ 
cating mechanisms. 

(6) and a common switch in both circuits. 

A. Appellee uses no individual control means for 
indicating mechanisms' no common electric cir¬ 
cuit controlling individual control for the indi¬ 
cating mechanisms, and no electric circuit 
controlling permanent record of the indicating 
mechanisms, and no switch common to both 
circuits. 

B. Appellee uses no switch common to sub-stations 
and recording mechanism. (Page 17, Sec. 30; 
Page 39, Sec. 65.) 

It is thought that w’hat has already been brought out 
clearly establishes that BobrofT was entitled to no patent 
protection which should give him the right to interfere 
with the activities of the appellee, because of the ques¬ 
tionable nature of his act of invention, the difference in 
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the respective devices, and the failure of the claims to 
read upon the device of Thompson. The patent laws 
have been enacted by Congress under the constitutional 
provision that Congress may enact such laws for the 
purpose of encouraging progress in science and the useful 
arts. To allow the appellants' with their patent showing 
a crude, incomplete and inoperative device, to interfere 
with the activities of appellee who has invented an 
exceedingly ingenious, efficient and practical device, 
would be to defeat the object of the patent statutes and 
to interfere with the direct purpose for which they were 
enacted under the constitutional provision. Such a 
precedent would seriously interfere with the progress of 
science and the useful arts. 

Should appellant succeed in their attempt to bludgeon 
appellee into financial or legal insensibility, the result 
would be to deprive the public of the service which it 
seeks to render by making available the valuable contri¬ 
bution, which it has made to the useful and necessary 
art of voting machines. 

The State of Virginia Voting Machine Commission 
after comparing the device of appellee with the device 
it was proposed by appellant to install, founded upon 
later patents taken in an attempt to improve and per¬ 
fect the device of the patent in suit, unanimously 
awarded a contract to appellee to install its machine. 
The obvious purpose of the present suit is an attempt to 
defeat the wish of the State of Virginia to secure a 
superior machine. It is difficult to believe that appel¬ 
lants hope for success in this undertaking. 

The attention of the court is directed to the following 
decisions which bear upon the questions at bar: 

Outlook Envelope Co. vs. General Paper Goods 
Mfg. Co., 239 F. 877. 
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There is no inconsistency in the rulings of Morely 
vs. Lancaster, 129 U. S. 286 and Westinghouse vs. 
Boyden, 170 U. S. 537. Both declare a rule of 
orderly thought, viz., that to justify a decree for 
infringement a substantial similarity must be found 
not in function but in means. 

To be equivalents, two elements found in different 
machines or devices in the same art must not only 
perform the same function in the respective com¬ 
binations' but must perform that function in sub¬ 
stantially the same manner. In considering im¬ 
provement patents a worm and worm gear will not 
be considered an equivalent of a rack and bolt. (For 
other cases, see Patents, Cent. Dig. paragraph 24; 
Dec. Dig. paragraph 22). Klauder-Weldon Dyeing 
Mach. Co. vs. Giles et al., 231 F. 746. 

If the advance toward the desired thing is 
gradual, and proceeds step by step, so that no one 
can claim the complete whole, each inventor is en¬ 
titled to the specific form of the device he produces, 
and every other inventor is entitled to his own 
specific form, so long as it differs from those of his 
competitors, and does not include theirs. Universal 
Rim Co. vs. Firestone Steel Products Co., 289 
F. 884. 

Lack of invention, as distinguished from anticipa¬ 
tion, need be proved by defendant only by a fair 
preponderance of evidence. Slip Scarf Co. vs. Wm. 
Fliene’s Sons Co., 289 F. 641. 

The term “mechanical equivalent” has a broad 
and generous signification in the interpretation of a 
pioneer patent, a very narrow and restricted mean¬ 
ing in the construction of a patent for a slight im¬ 
provement, and, in the interpretation of patents for 
the great mass of inventions which fall between 
these extremes, its meaning is proportioned to the 
advance which the invention under consideration 
evidences. (See vol. 38, Cent. Dig. Patents, 24). 
(Syllabus by the court). Mallon et al. vs. William 
C. Gregg & Co. et al., 137 F. 68 (8th Cir., 1905). 

When a patent is not for a pioneer invention, but 
for a combination of old elements, the range of in¬ 
fringing equivalent is restricted to those which per- 
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form the same functions in the same way. American 
Can Co. vs. McGinnis et al., 156 F. 781, 785 (Md.. 
19 ° 7 ). • 

In a combination patent for an improvement in 
the arrangement or adaptation of old elements, the 
inventor is not entitled to a broad interpretation of 
the doctrine of mechanical equivalents, so as to 
cover a device not specifically included in his claims 
and specification. (See Cent. Dig. vol. 48, Patents' 
249, 254*4) Hardison et al., vs. Brinkman, 156 F. 
962, 967 (9th Cir., 1907). 

Where an art is old and crowded so that no pio¬ 
neer patent exists, and many inventors conceive and 
construct machines, combinations, and improve¬ 
ments therein which accomplish the desideratum 
with varying degrees of success, each inventor is 
entitled to his own machine, combination, or im¬ 
provement, so long as it differs from those of his 
competitors and does not include theirs. (See 
Patents, Cent. Dig. paragraph 19; Dec. Dig. para¬ 
graph 19 (Wayne Mfg. Co. vs. Benbow-Brammer 
Mfg. Co., 168 F. (276). 

SUMMARY. 

To recapitulate: the device of Bobroff is plainly inoper¬ 
ative as shown, however strenuously counsel for appel¬ 
lant may attempt to belittle the defect in the disclosure. 
Moreover, if the indicating mechanism itself be made 
operative by a change the system itself will be found to 
be impracticable, due to the inherent defect in the use 
of ammeters in combination with lamps to give the total 
of the votes. 

Even if fully operative, the device, at its best, is a 
very crude example of a voting machine, and shows a 
poverty of ingenuity, in that the designer was unable 
to devise a better recording device than the old and 
common expedient of photographing the' face of the 
board. On the other hand, the device of the appellee is 
an ingenious, practical and complete piece of mechanism 
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which has won the approbation of all to whom it has 
been exhibited,’ and which has been chosen by the State 
of Virginia in competition with a later type of the Bob- 
roff device. Granting that the device of Bobroff is an 
invention, we have clearly two independent inventors, 
substantially contemporaneous, both seeking to improve 
the same prior art. This is shown by the independent 
patents secured during the same period from the United 
States Patent Office without an interference being 
declared. 

It has been shown further that it is impossible to find 
any evidence in the work of the appellee of anything 
which was learned from appellant. 

It has further been shown that claims 2 and 4 are 
invalid in view* of the prior art, most certainly if given a 
sufficient breadth of interpretation to read upon the 
device of appellee. 

Appellant, throughout his brief contends for a wide 
range of equivalents when seeking to apply the claims 
of the patent in suit to appellee’s device and for a narrow 
range of equivalents when it is sought to apply the prior 
art to the claims. They cannot hope to successfully thus 
blow hot and cold. 

The appellant introduced a patent to Thompson in 
evidence. The taking of a patent even on an infringing 
device is not an act of infringement. No evidence was 
introduced to show that this patent was ever transferred 
to the appellee. 

A pamphlet was offered in evidence. The testimony 
of Chas. F. Thompson shows that appellee never manu¬ 
factured a machine, such as shown in the pamphlet. 

The only witness for appellant who testified as to 
infringement was Marshall F. Thompson who swore that 
the main station of appellee does not comprise or include 
any indicating mechanism. 
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The appellant, therefore, is believed to have totally 
failed to prove his case in any particular. A decision in 
favor of the appellee is therefore respectfully prayed. 

, Respectfully submitted, 

NELSON J. JEWETT, 

Attorney for Appellee. 



